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CLAIMS 

112 Second Paragraph Rejection 

1. Claims 1, 5-6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claims 1 and 5, they recited that "the keypad is detached This is 
vague and indefinite as it does not recite where the keypad is detached from. By 
merely saying that "the keypad is detached" would have no clear meaning. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 and 5, as best understood, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Helms (US 5561710) in view of Mauney et al. (US 5812659). 
Regarding claim 1, as best understood, Helms shows a detachable keypad (10) 
comprising: 

A jack (for 18); 

A key array (14); 

A DTMF generator (36); 

When the keypad (10) is detached (i.e. from 42 in fig. 4), and a key (14) is pressed 
while an plug (18) is inserted into the jack (fig. 1), a DTMF signal is generated by the 
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DTMF generator (36) corresponding to the pressed key and is transmitted to a 
microphone (24) of a mobile phone through a speaker (22). 

Helms differs from the claimed invention in that it does not refer the jack (for 18) and the 
speaker (22) as an earphone-microphone jack and speaker respectively. 
However, it is commonly seen that speakers come with the form of an earphone- 
microphone speaker. This is shown by Mauney, such as the earphone-microphone 
speaker (fig. 2 in Mauney). 

Hence, the concept of using such speaker is well taught by Helms, it would have been 
obvious for one of ordinary skill in the art to use Helms 1 speaker as it is, or to replace 
Helms' speaker with Mauney's earphone-microphone speaker, because it is commonly 
seen that speakers come with a single speaker as shown by Helms, or with an 
earphone-microphone speaker shown by Mauney, this simply can be considered as an 
intended use of Mauney, and replacing the type of speaker in Helms would not change 
the basic concept of transmitting the DTMF tone from the keypad to the handset as 
taught by Helms. 

Regarding claim 5, as best understood, Helms shows a detachable keypad (10) 

comprising: 

A jack (for 18); 

A plug (18); 

A key array (14); 

A key press sensor (from 32); 
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A DTMF generator (36); 

A controller (32) for controlling the DTMF generator (36) corresponding to the pressed 
key and is transmitted to a microphone (24) of a mobile phone through a speaker (22) 
while the keypad (10) is detached (i.e. from 42 in fig. 4), and the plug (18) is inserted in 
the jack (fig. 1). 

Helms differs from the claimed invention in that it does not refer the jack (for 18) and the 
speaker (22) as an earphone-microphone jack and speaker respectively. 
However, it is commonly seen that speakers come with the form of an earphone- 
microphone speaker. This is shown by Mauney, such as the earphone-microphone 
speaker (fig. 2 in Mauney). 

Hence, the concept of using such speaker is well taught by Helms, it would have been 
obvious for one of ordinary skill in the art to use Helms' speaker as it is, or to replace 
Helms' speaker with Mauney's earphone-microphone speaker, because it is commonly 
seen that speakers come with a single speaker as shown by Helms, or with an 
earphone-microphone speaker shown by Mauney, this simply can be considered as an 
intended use of Mauney, and replacing the type of speaker in Helms would not change 
the basic concept of transmitting the DTMF tone from the keypad to the handset as 
taught by Helms. 

Helms further differs from the claimed invention in that it does not explicitly mention a 
sensor for checking whether or not the plug (81 ) is inserted into the jack. 
However, it is understood and inherent that when the plug (18) is inserted into the 
communication terminal (10), the plug (18) has contacts which sends a connection 
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signal to the sensor in the terminal (10). This is also taught by Mauney, such as the 
plug (TIP, RING, J2-1, J2-2 etc. in fig. 12) which would provide a sensed signal to 
determined whether or not the plug is inserted into the jack. If it is found that Holms 
does not have such sensing feature, it would have been obvious for one of ordinary 
skilled in the art to adapt Mauney's method in Holms when plugging two devices 
together. This has been done conventional in such devices and would have been 
obvious for one of ordinary skill in the art. 

4. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Helms and Mauney et al. in view of McAvoy et al. (US 3757048). 
Regarding claim 6, the combination of Helms shows the amplifier (such as 38 in Helms). 
The combination of Helms differs from the claimed invention in that it does not have a 
volume control. 

However, McAvoy teaches providing a volume control for a speaker amplifier (see 130, 
132). 

Hence, it would have been obvious for one of ordinary skill in the art to modify the 
combination of Helms with a volume control as taught by McAvoy, this is commonly 
done in sound processing when it involves speaker which is usually required to control 
the audio output level of the speaker (col. 3, lines 30-33 in McAvoy). 

5. Claims 2-4 and 7 are allowed over the prior art of record, see arguments in 
remarks filed on 11-1 8-04. 
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ARGUMENT 

6. In response to the remarks, pages 5-6, the amended language is rejected under 
1 12, see rejection above. 

The claimed limitations "the keypad is detached and a key is pressed" is met by 
Helms, see rejection above. 

Rejections on claims 2-4 and 7 have been withdrawn. Therefore, arguments 
(pages 6-7) regarding those claims are moot. 

7. Applicant's arguments with respect to claims 1 , 5-6 have been considered but are 
moot in view of the new ground(s) of rejection. 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jack Chiang whose telephone number is 571-272-7483. 
The examiner can normally be reached on Mon.-Fri. from 8:00 to 6:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ahmad Matar, can be reached on 571-272-7488. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). a / 
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